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SCOTUS maintains a waiting game for copyright:
Resolving a circuit split, SCOTUS requires registration of
copyright before suit
By Jonathan LA Phillips

For the first time in 100 years,1 the Supreme Court issued two2 copyright decisions in a single day. One of those decisions,
Fourth Estate Public Benefit Corp v. Wall-Street.com, LLC,3 took the Copyright Act literally and determined that registration,
not application for registration, of a copyright is necessary before an infringement suit can proceed.

The Copyright Act provides “no civil action for infringement of the copyright in any United States work shall be instituted until
preregistration or registration of the copyright claim has been made in accordance with this title.”4 This arrangement has its
advantages and disadvantages.

The average time from application to registration is seven months.5 Outside large production studios who assume
infringement from the moment of publication, our clients may not know when others will infringe their rights. Thus, paying the
nearly sixteen times higher expedited application filing fee does not make sense.6 This is especially the case if multiple works
are involved.

However, when a client needs a registration in order to file a suit, the cost may be warranted. The Copyright Office attempts
to process these expedited filings within five days.7 That said, a client seeking only damages—not injunctive relief—will
obtain damages as if the registration was issued the date of filing. That said, one advantage to the registration requirement is
that defendants need incur defense costs for an application that ultimately does not register.

Before this case, the circuits were split. Some circuits, such as the tenth and eleventh circuits, interpreted the plain text of §
411 to require actual registration by the Register of Copyrights.8 The fifth circuit put forth the so-called “application
approach.”9 These courts relied on § 410(d) of the Act, which provides that effective date of registration will be the filing date
of the application. Even Nimmer agreed with the application approach.10 Here in Illinois, the seventh circuit has issued
opinions suggesting support for both approaches.11 With the split continuing, the Supreme Court finally addressed the issue.
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Fourth Estate was a news organization. It licensed articles to Wall-Street.com. Despite the termination of the license, Wall-
Street.com kept displaying Fourth Estates’ articles. Unsurprisingly, Fourth Estate sued Wall-Street.com for copyright
infringement. Even so, Fourth Estate did not have copyright registrations for its articles. It only possessed applications. The
district court, relying on a plain language reading of § 411(a) dismissed the claims. The eleventh circuit affirmed.12

The Supreme Court took a plain reading approach to the problem. It determined that § 411 “permits only one sensible
reading: that the Copyright Office’s act of granting registration and not the copyright claimant’s request for registration
determines whether registration…has been made.”13

While unnecessary, the Court went further. It pointed out that the Copyright Act provides certain exceptions to the registration
prerequisite for a suit, such as live broadcasts or works vulnerable to infringement before distribution.14 Why would Congress
have such an exception if there was no rule that registration issue before a suit. Here, the exception proved the rule.15

Congress also went so far as to remove foreign works from the registration requirement to comply with international
treaties.16 If the Copyright Act already tracked treaty obligations, why would it need to remove them from this obligation?

The practical effect of this change will not be known for some time. One can expect that BitTorrent plaintiff suits with
unregistered works will see a flurry of motions to dismiss. The reader might also conclude that copyright applications from
previous “application approach” adherents will surge. Finally, it is likely that Mr. Nimmer will amend the pre-eminent copyright
treatise. For the practitioner, it simply means that our clients will need a registration, which may cost a bit more on an
expedited application, before we can file a complaint.

<jon@jlaplaw.com>, Peoria IL. Copyright Jonathan LA Philips, 2019.

1. In 1908, the Supreme Court issued two opinions on the same date. Bobbs-Merrill Co. v. Strauss, 210 U.S. 339 (1908),
Scribner v. Strauss, 210 U.S. 352 (1908), and Globe Newspaper v. Walker, 210 U.S. 356 (1908

2. The other was Rimini Street, Inc. v. Oracle USA, Inc. 586 U. S. ____ (Mar. 4, 2019).

3. Fourth Estate Public Benefit Corp. v. Wall-Street.com, LLC, 586 U.S. ___ (Mar. 4, 2019).

4. 17 U.S.C. § 411.

5. Registration Processing Times, U.S. Copyright Office, available at 
https://www.copyright.gov/registration/docs/processing-times-faqs.pdf .

6. U. S. Copyright Office, Special Handling: Circular No. 10, pp. 1–2 (2017), https://www.copyright.gov/circs/circ10.pdf
 (expedited registration fee of $800).

7. Id.

8. La Resolana Architects, PA v. Clay Realtors Angel Fire, 416 F.3d 1195, 1201-03 (10th Cir. 2005); M.G.B. Homes, Inc. v.
Ameron Homes, Inc., 903 F.2d 1486, 1488 (11th Cir. 1990).

9. Positive Black Talk, Inc. v. Cash Money Records, Inc., 394 F.3d 357, 365 (5th Cir. 2004).

10. 2 MELVILLE B.NIMMER &DAVID NIMMER,NIMMER ON COPYRIGHT § 7.16 (2009).
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11. Comparee, Gaiman v. McFarlane, 360 F.3d 644, 655 (7th Cir. 2004) (“an application to register must be filed, and either
granted or refused, before suit can be brought”); Chicago Bd. of Educ. v. Substance, Inc., 354 F.3d 624, 631 (7th Cir. 2003)
(“[A]n application for registration must be filed before the copyright can be sued upon”).

12. Fourth Estate Public Benefit Corp. v. Wall-Street.com, LLC, 856 F.3d 1338 (11th Cir. 2017).

13. Fourth Estate, slip op. at 8.

14. 17 U.S.C. § 408(f).

15. Fourth Estate, slip op. at 8.

16. Id.
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